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The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. AppHcant's submission filed on 8/7/08 has been entered. 

Claim 7 is objected to under 37 CFR 1.75 as being a substantial duplicate of claim 1. 
When two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing one claim 
to object to the other as being a substantial duplicate of the allowed claim. See MPEP 
§ 706.03(k). 

Claims 1, 3 and 5-7 are rejected under 35 U.S.C. 103(a) obvious over Kasai et al. (343) in 
view of Yoshida et al. (118) and Khaladji et al. (697) 

Kasai et al. (343) teach in column 6, lines 35-45, column 8, lines 28-64, column 9, lines 
16-25, column 12, line 32 and the claims, a surface modified cerium (IV) oxide abrasive stable 

slurry (having the claimed concentration) for polishing a glass substrate which comprises cerium 
(IV) oxide (this is produced using the method defined in the reference) have the claimed size and 
surface area. The pH of the slurry is 2-12. The reference defines the claimed limitations of the 
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cerium salt, both molar ratios, ammonium salt and use of a quaternary ammonium ion, as defined 
in claim 1, and well as, the limitations of claims 5 and 6. 

Yoshida et al. (118) teaches in the abstract and column 6, line 42 that ceria polishing 
slurries are known to be used to polish magnetic discs. Column 6, line 3 1 and line 42 equates 
polishing semiconductors or magnetic glass discs with the ceria slurry. 

Khaladji et al. teaches in the abstract and column 2, lines 42-44 that in ceria polishing 
slurries, it is advantageous to use a high purity starting material (cerium salt-this in turn will 
result in a highly pure cerium oxide). 

Kasai et al. teaches polishing glass substrates (reads on the claimed material) with a 
surface modified cerium oxide abrasive slurry (claimed concentration of cerium oxide) by using 
cerium oxide having claimed size and surface area. In view of this, the subject matter as a whole 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to have selected the overlapping portion of the range disclosed by the reference because 
overlapping ranges have been held to be a prima facie case of obviousness, see In re Malagari, 
182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 1976). Although the limitation "glass 
hard disc platter" is not literally defined by this reference, the reference states that the 
composition is used to polish inorganic glass and quartz glass (column 9, lines 19-25) and it is 
the examiners position that this broadly reads on a "glass hard disc platter" since applicants do 
not show otherwise. In addition, the reference clearly states that glass articles can be polished 
with the composition and one skilled in the art would have appreciated this to include any glass 
article, including the claimed one, thus, the use of the ceria poUshing slurry according to Kasai et 
al. to polish a glass hard disk platter (magnetic glass discs) would have been obvious to the 
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skilled artisan motivated by Yoshida et al. teaching that ceria polishing slurries are known to be 
used to polish magnetic glass discs or semiconductor substrates. In view of this, Yoshida clearly 
implies that either substrate can be polished with a ceria slurry. The instant specification does 
not literally define what is meant by a "glass hard disc platter", however, the specification refers 
to magnetic disc, thus it can be reasonably presumed that a glass hard disc platter is a glass 
magnetic disc absent evidence to the contrary. 

Although the claimed cerium oxide/cerium oxide + other rare earth oxide ratio is not 
literally defined, it is the examiners position that since no other rare earth materials are defined 
as being present and/or no other rare earth is used in the process to make the cerium oxide, the 
amount of cerium oxide present is indirectly implied to be within the claimed range and 
applicants have not shown otherwise. In addition, the use of the ceria having a high purity (this 
implies that only cerium is present and no other oxides) would have been obvious to the skilled 
artisan motivated by Khaladji et al. teaching that it is advantageous to use a high purity starting 
material (cerium salt) when making ceria for polishing slurries. Although the purity is not 
defined for the ceria product, it can be reasonably presumed that the use of a highly pure starting 
material (cerium salt) will result in a highly pure cerium oxide (i.e. one that does not contain 
other rare earth oxide since the starting material is pure). In addition, a highly pure material will 
minimize the introduction of impurities (material other than cerium) during polishing, thus 
protecting the polished surface from said impurities which could adversely effect the polished 
surface. 

With respect to the pH, the primary reference clearly teaches this pH when it is stated 
that the pH can be 2-12 and this encompasses the claimed pH, thus the subject matter (pH) as a 
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whole would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have selected the overlapping portion of the range disclosed by the reference 
because overlapping ranges have been held to be a prima facie case of obviousness, see In re 
Malagari, 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 1976). In addition, it is 

well settled that determination of optimum values of cause effective variables such as these 
process parameters is within the skill of one practicing in the art. In re Boesch, 205 USPQ 215 
(CCPA 1980). 

Applicant's arguments filed 8/7/08 have been fiiUy considered but they are not 
persuasive. 

On page 4-page 5, first fiill paragraph of the response, applicants present no arguments 
against the references, as applied. 

On page 5, second full paragraph of the response, applicants appear to argue that the 
primary reference, at least, fails to teach (1) the secondary size, (2) the proportion of cerium 
expressed in terms of the claimed ratio and (3) a pH of 5-6. This is not persuasive because, with 
respect to (1) above, the examiner is well aware of the difference between a primary particle size 
and a secondary particle size. Although the reference does not literally state that the particle size 
is the secondary size, it is the examiners position that the size defined therein is in fact the 
secondary size and applicants have not shown any evidence to the contrary (burden is upon 
applicants to show the contrary). To support the examiners position, reference is made to 
column 1, line 68-column 2, line 2 of the reference which suggests that heating a cerium (IV) 
oxide hydrate in the presence of a salt produces agglomerates. Although this is defined in the 
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background section, the Kasai et al. invention also heats eerie (eerium (IV)) oxide particles in 
water (cerium (IV) oxide hydrate) in the presence of a salt, thus it can be appreciated that 
agglomerates will be formed. In addition, the Kasai et al. reference makes the particles in the 
same manner as the claimed method, thus it can also be expected that the same particles will be 
produced in the reference because the same method is expected to yield the same particles. In 
summary, burden is upon applicants to show that the size defined by the reference is not the 
secondary size. 

With respect to (2) above, although not literally defined, it is the examiners position that 
since no other rare earth materials are defined as being present and/or no other rare earth is used 
in the process to make the cerium oxide, the amount of cerium oxide present is indirectly implied 
to be within the claimed range and applicants have not shown otherwise. In addition, the use of 
the ceria having a high purity (this implies that only cerium is present and no other oxides) 
would have been obvious to the skilled artisan motivated by Khaladji et al. teaching that it is 
advantageous to use a high purity starting material (cerium salt) when making ceria for polishing 
slurries. Although the purity is not defined for the ceria product, it can be reasonably presumed 
that the use of a highly pure starting material (cerium salt) will result in a highly pure cerium 
oxide (i.e. one that does not contain other rare earth oxide since the starting material is pure). In 
addition, a highly pure material will minimize the introduction of impurities (material other than 
cerium) during polishing, thus protecting the polished surface from said impurities which could 
adversely effect the polished surface. Applicants argue the comparative example defined in the 
instant specification but fail to establish any relationship between the commercially available 
cerium oxide of the comparative example and the reference cerium oxide. Is the cerium oxide of 
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the comparative example the same as the cerium oxide used in Kasai et al.? Since no correlation 
is made, applicants have not compared the claimed invention with the reference teachings. 
Finally, any evidence is the specification not commensurate in scope with the claims, as written. 

Although applicants would appear to be stating that absent express teachings of the 
claimed ratio, Kasai cannot teach or suggest these features. The examiner disagrees because (1) 
a teaching need not be express (i.e. literally defined) because the teachings can be implied which 
is the case in Kasai (i.e. it is the examiners position that since no other rare earth materials are 
defined as being present and/or no other rare earth is used in the process to make the cerium 
oxide, the amount of cerium oxide present is indirectly implied to be within the claimed range 
and applicants have not shown otherwise) and (2) the examiner stated reasons why the use of 
highly pure cerium oxide (i.e. highly pure means no or minimal impurities like other rare earths 
are present) is obvious and applicants have not clearly addressed this. 

With respect to (3) above, the primary reference clearly teaches this pH when it is stated 
that the pH can be 2-12 and this encompasses the claimed pH, thus the subject matter (pH) as a 
whole would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have selected the overlapping portion of the range disclosed by the reference 
because overlapping ranges have been held to be a prima facie case of obviousness, see In re 
Malagari, 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 1976). In addition, it is 
well settled that determination of optimum values of cause effective variables such as these 
process parameters is within the skill of one practicing in the art. In re Boesch, 205 USPQ 215 
(CCPA 1980). 
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In the paragraph bridging pages 5-6 of the response, applicants argue the pH. This is not 
persuasive because (1) as outlined above, the reference clearly renders the claimed pH obvious, 
and (2) applicants have not fully established any critical evidence with respect to this range. 

On page 6, first fiiU paragraph of the response, applicants argue the examples of the 
reference but it is well known that a reference is not only limited to the examples but rather all 
that it realistically teaches. 

On page 6, second fiiU paragraph of the response, applicants also argue that neither 
Yoshida et al. no Khaladji et al. teach the claimed pH or size of the abrasive, as well as, 
apparently the other limitations, such as, the cerium oxide/cerium oxide + other rare earth oxide 
ratio and other specific limitations of claims 1 and 7. With respect to the combination of the 
above references, applicants do not argue the examiners specific reasons for combining the 
references but appear to be arguing the references individually. One cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co.. 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The secondary references have 
been applied for specific showings (as teaching references) that polishing the claimed substrate 
with a cerium oxide slurry of Kasai et al. is obvious and that the use of a highly pure cerium 
oxide materials as the cerium oxide used in Kasai is obvious. Applicants have not fully 
addressed these obviousness determinations. 

In as much as Yoshida et al. has been applied as a secondary reference, any argument that 
this reference does not teach a glass hard disc platter is not persuasive because the reference 
teaches that glass magnetic discs can be polished and the instant specification does not literally 



Application/Control Number: 10/678,093 Page 9 

Art Unit: 1793 

define what is meant by a "glass hard disc platter". The specification, however, refers to 
magnetic disc, thus it can be reasonably presumed that a glass hard disc platter is a glass 
magnetic disc absent evidence to the contrary. 

Finally, applicants make a statement that "for the reasons above, claims 1 and 7 would 
not have been rendered obvious by the references in combination". The examiner disagrees 
because, as sufficiently outlined above, the combination does render the claimed invention 
obvious and applicants do not present any persuasive arguments to the contrary (i.e. (1) 
persuasively rebutting the examiners positions and (2) providing evidence showing that this 
combination, as applied, can never under any circumstance be applied and will never result in the 
claimed composition). It is to be noted that applicants do not clearly argue the examiners 
specific reasons for combining (present clear evidence showing that the examiners positions are 
wrong and improper). Finally, this is not a clear response against the examiners rejections 
because applicants do not point out the deficiencies in the rejection, and as outlined above, and 
the combined references clearly teach the claimed method (using the claimed composition) and 
no evidence of criticality contmiensurate in scope with the instant claims is defined. 

In view of all the above, the rejection is proper and stands. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233 1233. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Michael A Marcheschi/ 
Primary Examiner, Art Unit 1793 



